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DETAILED ACTION 

1. This action is in response to Applicant's submission filed 7/31/06, responding to the 
3/31/06 Office action which detailed the rejection of claims 1-13 and 16-25. Claims 1 and 19 
have been amended. Claims 1-13 and 16-25 remain pending in the application and have been 
fully considered by the examiner. 

2. In the response filed 7/3 1/06, Applicant's essentially argue that the prior art of record, 
Jennings, does not disclose an application-specific grammar. This argument is not convincing 
for the reasons provided in the Response to Arguments section below. 

3. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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Response to Arguments 

4. On page 6 of the amendment filed 7/31/06, in response to the rejection of claims 1-13 and 

16-25 under 35 U.S.C. § 101, applicant states: 

Also, Applicants note that the Court of Appeals for the Federal Circuit has stated explicitly that 
software is patentable. AT&T Corp. V. Excel Communications, Inc. 172 F.3d 1352, 1357 
(C.A.Fed. 1999). In discussing the Diehr decision, the court stated, "the argument for the opposite 
result, that "the term , algorithm , ... is synonymous with the term 'computer program'," and thus 
computer-based programs as a general proposition should not be patentable, was made forcefully 
in dissent by Justice Stevens; his view, however, was rejected by the Diehr majority." Id. (citations 
omitted), [emphasis added] 

This argument is not persuasive. An explicit statement that "software is patentable" was not 

found. Rather, the CAFC quoted the Diehr Court as follows: 

Thus, even though a mathematical algorithm is not patentable in isolation, a process that applies 
an equation to a new and useful end "is at the very least not barred at the threshold by Section 
101." [emphasis added] 

The CAFC further responded: 

Rather, it is now clear that computer-based programming constitutes patentable subject matter so 
long as the basic requirements of Section 101 are met. [emphasis added] 

His second concern, that the ambiguous concept of "algorithm" could be used to make any process 
unpatentable, can be laid to rest once the focus is understood to be not on whether there is a 
mathematical algorithm at work, but on whether the algorithm-containing invention, as a whole, 
produces a tangible, useful, result, [emphasis added] 
Thus, the CAFC is concerned that computer-based programming should produce "a tangible, 

useful, result." 

Claim 1 is directed to a "method for identifying user interface (UI) objects. . . comprising 
. . . generating a . . . parser computer program for . . . parsing the tokens ... to identify one or more 
UI objects". However, the method does not establish a concrete result in connection with the 
parser in order to provide such a "tangible, useful, result", since the parser is described simply as 



being "for" identifying UI objects. A positive identification of UI objects does not occur, and 
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thus there is no concrete result. A process must have a result that can be substantially repeatable 
or the process must substantially produce the same result again. In re Swartz, 232 F.3d 862, 864, 
56 USPQ2d 1703, 1704 (Fed. Cir. 2000) (where asserted result produced by the claimed 
invention is "irreproducible" claim should be rejected under section 101). See MPEP 
2106(IV)(C)(2(2(c))) "Concrete Result" (Rev. 5, Aug. 2006, page 2100-12). However, if the 
parser computer program was being claimed in terms of a positive execution on a computer 
system, it could be established as a concrete part of the method, instead of merely being "for" 
parsing that is not concretely claimed. 

Claim 19 is directed to a "digital data processing system . . . comprising: a parser 
computer program generator. . However, a program generator is interpreted as being a 
software component and is not claimed in positive terms as being used in connection with 
hardware elements that would enable the program generator to become useful. The claim merely 
describes the parser as being "for execution" on the system, but does not establish the program 
generator as being a definitive part of a tangible system. Rather, the system is claimed as merely 
comprising a parser generator. Thus, the system is interpreted as being purely software, per se. 
Computer programs claimed as computer listings per se, i.e., the descriptions or expressions of 
the programs, are not physical "things." They are neither computer components nor statutory 
processes, as they are not "acts" being performed. Such claimed computer programs do not 
define any structural and functional interrelationships between the computer program and other 
claimed elements of a computer which permit the computer program's functionality to be 
realized. In contrast, a claimed computer-readable medium encoded with a computer program is 
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a computer element which defines structural and functional interrelationships between the 
computer program and the rest of the computer which permit the computer program's 
functionality to be realized, and is thus statutory. See Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 
.1035. Further, see MPEP 2106.01(1) (Rev. 5, Aug. 2006, page 2100-18). 

5. At the bottom of page 7, filed 7/3 1/06, Applicant essentially argues that Jennings does 
not describe the use of a predefined application-specific grammar. This argument is not 
persuasive. Jennings discloses parsing description documents that define interfaces for 
applications. See column 2 lines 53-57: "Preferably, a plurality of description documents, 
defining a plurality of different user interfaces - be they different interfaces to the same 
application or interfaces to different applications - is stored. These are then used to generate 
the object models for the different interfaces." [emphasis added] Thus, Jennings discloses using 
application-specific grammars in the generation of the object model. It is noted that Jennings is 
not relied upon for the disclosure of parser generation. 



Claim Rejections - 35 USC § 101 

i 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 



7. Claims 1-13 and 16-25 are rejected under 35 U.S.C. 101 because the claimed invention 
lacks concreteness and clarity. Claim 1 is directed to a method to identifying user interface 
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objects; however, the claim never actually identifies a UI since the "parser computer program" is 
merely " configur e d for" identification, and never actually performs any scanning, token 
generation, parsing, or UI identification. Such a claim should positively recite the acts of 
scanning, token generation, parsing, UI identification, etc., in order to be considered statutory. 
Claims 2-13 and 16-18 are dependent upon claim 1 but do not make up for the deficiencies of the 
parent claim and are likewise rejected. Claim 1 is representative of the limitations found in 
claim 19, which is likewise rejected. Claims 20-25 are dependent upon claim 19 but do not 
make up for the deficiencies of the parent claim and are likewise rejected. 

8. Claims 19-25 are rejected under 35 U.S.C. 101 because the claimed invention is not , 
tangible. Claim 19 is drawn to a system for identifying user interface objects. However, none of 

the claimed limitations necessarily describe any type of hardware system, and are thus 
interpreted as representing a purely abstract software system, per se. Since software is simply an 
abstraction of a system, it is not tangible. However, if such a system were claimed as including 
elements that are necessarily implemented in a system requiring hardware, then it would be 
statutory. Claims 20-25 are dependent upon claim 19 but do not make up for the deficiencies of 
the parent claim and are likewise rejected. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 1 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 1-13 and 16-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jennings, US Patent No. 6,717,593 in view of "Compilers: Principles, Techniques, and Tools" by 
Aho et al. (hereinafter "Aho"). 

As per claim 1, Jennings teaches that the interactor parses the description 
documents of an interface into elements and reflects them in the object model to form an 
instance representing the interface, downloads the objects corresponding to the reflected 
elements registers their interfaces in the object model instance to make them accessible 
by the elements, and invokes execution of each downloaded object with the 
corresponding element to render the element. (E.g. see Abstract and associated text). 
Jennings discloses the method covering the steps of a method for identifying user 
interface (UI) objects in a markup-language stream, the method comprising the steps of: 

receiving a predefined application-specific grammar; See column 8 lines 53-58 
for a discussion of an XML parser which parses a document into XML elements. Note 
that a predefined grammar is inherent in such parsing, otherwise the parser would not 
know be able to recognize an XML element. Jennings also describes application-specific 
grammars. See column 2 lines 53-57. 

...a parser computer program based on the predefined application-specific 
grammar... E.g. see FIG. 7 step 401 and associated text, e.g. col. 7:35-65. 
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the parser computer program for: 

scanning any of(i) the markup-language stream and (ii) a corresponding 
document object model (DOM) to generate tokens; E.g. see FIG. 16 and associated text, 
e.g. see col. 7:35-52. 

parsing the tokens with the parser computer program to identify one or more UI 
objects E.g. see col. 7:42-44. 

Jennings des not expressly disclose automatically generating a parser computer 
program based on the predefined grammar using an automated-parser generator tool. 
However, in an analogous environment, Aho teaches the well known method of using a 
parser generator tool to automatically generate a parser based on a predefined grammar. 
See Section 4.9, especially Fig. 4.55: 



Yacc 
specification 
translates 

y.tab.c 



input 





Yacc 






compiler 


• 





c 






compiler 







a .out 









y.tab.c 



a. out 



output 



Fig. 4.55. Creating an input/output translator with Yacc. 



Note that the grammar is represented as the "Yacc specification" and the parser is 
represented as "a.out". It is also noted that Applicant's originally filed specification also 
describes this "well known parser generator" in paragraph 2 on page 10. It would have 
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been obvious to one of ordinary skill in the art at the time the invention was made to use 
Aho's teaching of a parser generator with Jennings parser. One of ordinary skill would 
have been motivated to use a well known tool to facilitate the construction of a parser in 
order to determine if source code is syntactically well formed (See Aho page 159, bullet 
two, and the 1 st paragraph in section 4.9 on page 257). 

As Per claim 2, the rejection of claim 1 is incorporated and further Jennings 
teaches: 

"wherein said markup-language stream drives a markup-language-based browser 
application, and wherein the scanning step includes scanning the DOM generated by a 
browser that displays that application." (E.g. see col. 7:35-52). 

As Per claim 3, the rejection of claim 1 is incorporated and further Jennings 
teaches: "wherein the scanning step includes identifying elements of the DOM by 
traversal thereof." (E.g. see FIG. 16 and associated text, e.g. see col. 7:53-57). 

As Per claim 4, the rejection of claim 3 is incorporated and further Jennings 
teaches: "wherein the grammar is application-specific." (E.g. see col. 7:53-65). 
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As Per claim 5, the rejection of claim 3 is incorporated and further Jennings 
teaches: "wherein the scanning step includes generating one or more tokens for each 
parsed DOM element." (E.g. see col. 7: 7:42-45). 

As Per claim 6, the rejection of claim 3 is incorporated and further Jennings 
teaches: "wherein scanning step includes mapping DOM elements to tokens." (E.g. see 
col. 7:35-52). 

As Per claim 7, the rejection of claim 1 is incorporated and further Jennings 
teaches: "wherein the parser parses the tokens according to the grammar to identify and 
distinguish among UI objects in the markup-language stream." (E.g. see col. 7:53-65). 

As Per claim 8, the rejection of claim 7 is incorporated and further Jennings 
teaches: "wherein said UI objects comprise user input fields (E.g. see col. 7:31-32, text 
entry and see FIG. 15, block "Password" and associated text), text fields (E.g. see col. 
7:31-32, text entry and see FIG. 15, block "Text" and associated text), metatags (E.g. see 
FIG. 4 and associated text, e.g. see col. 5:47-50, and col. 7:45-50), unprintable markup- 
language (E.g. see FIG. 15, block "Hidden" and associated text), and in-line images (E.g. 
col. 7:35-40 and see FIG. 15, block "Image" and associated text)." 
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As Per claim 9, the rejection of claim 1 is incorporated and further Jennings 
teaches: "wherein the scanning and parsing steps are adapted to identify UI objects that 
correspond to elements displayed in the markup-language application." (E.g. see FIG. 16 
and associated text, e.g. see col. 7:35-52). 

As Per claim 10, the rejection of claim 9 is incorporated and further Jennings 
teaches: "wherein said parser groups the tokens into syntactic structures that identify 
items displayed by the markup-language application." (E.g. see col. 7:20-25). 

As Per claim 1 1, the rejection of claim 9 is incorporated and further Jennings 
teaches: "wherein said step of scanning can include identifying similarly formatted 
markup-language elements based on their markup-language attributes such as classname, 
font size, style, tag color, and size." (E.g. see col. 5:17-29, style sheet). 

As Per claim 12, the rejection of claim 9 is incorporated and further Jennings 
teaches: "wherein said objects comprise name (E.g. see col. 6:1-3), content (E.g. see col. 
6:1-3, value), shape (E.g. see col. 5:64), location (E.g. see col. 6:3-5), and properties (E.g. 
see FIG. 4 and associated text)." 

In regard to claim 13, the above rejection of claim 1 is incorporated. All further 
limitations have been addressed in the above rejection of claim 1. 
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In regard to claim 16, the above rejection of claim 1 is incorporated. Jennings 
does not expressly disclose a LALR(l) parser. However, Aho teaches that Yacc is a 
LALR parser. See paragraph 1 in section 4.9 on page 257. 

In regard to claim 17, the above rejection of claim 1 is incorporated. Jennings 
does not expressly disclose a LR(1) parser. However, Aho teaches that Yacc is a LR 
parser. See paragraph 1 on page 216. 

As Per claim 18, the rejection of claim 1 is incorporated and further Jennings 
teaches: "wherein the markup language is any of HTML, . . (E.g. see col. 7:16-20). 

As Per Claim 19, Jennings discloses a digital data processing system (see FIG. 1). 
All further limitations have been addressed in the above rejection of claim 1. 

As Per claim 20, the rejection of claim 19 is incorporated and further Jennings 
teaches: "wherein the list of UI objects corresponds to elements displayed by the markup- 
language DOM." (E.g. see FIG. 16 and associated text, e.g. see col. 7:53-65). 

As Per claim 21, the rejection of claim 20 is incorporated and is rejected under the 
same reason set forth in connection of the rejection of claim 12. 



Application/Control Number: 09/925,613 
Art Unit: 2192 



Page 13 



As Per claim 22, the rejection of claim 19 is incorporated and is rejected under the 
same reason set forth in connection of the rejection of claim 4. 

As Per claim 23, the rejection of claim 19 is incorporated and further Jennings 
teaches: 

"wherein said tokens are interpreted according to the grammar to identify and distinguish 
among UI objects of a markup-language application's display." (E.g. see FIG. 16 and 
associated text, e.g. see col. 7:35-65). 

As Per claim 24, the rejection of claim 19 is incorporated and is rejected under the 
same reason set forth in connection of the rejection of claim 8. 

As Per claim 25, the rejection of claim 19 is incorporated and is rejected under the 
same reason set forth in connection of the rejection of claim 18. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Derek Rutten whose telephone number is (571)272-3703. The 
examiner can normally be reached on T-F 6:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Q. Dam can be reached on (571)272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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